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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of lime nnay be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communication(s) filecJ on . 

2a)n This action is FINAL. 2b)[3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonrial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) |E1 Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-12 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) [3 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)\3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)D approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) Q Interview Summary (PTO-41 3) Paper No(s). . 

2) CD Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement{s) (PTO-1449) Paper No(s) 5 . 6) Q Other: 



U.S. Patent and Trademark Office 
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United States 
Patent and 



^\ Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
ASSISTANT SECRETARY AND COMMISSIONER OF PATENTS AND 

TRADEMARKS 
Washington, D.C. 20231 



Paper No:7 

Serial Number: 09/86381 1 
Filing Date: June 22,2001 

1 . The title of the invention is not descriptive. A new title is required that is clearly indicative of 
the invention to which the claims are directed. It should be brief but technically accurate and 
descriptive, preferably from two to seven words. See 37 CFR 1.72(a). 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the single substrate of claim 8 must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held in 
abeyance. 
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3. 



The claim for priority under 35 USC 1 19 appears to be present in the instant specification 



but neither box is checked in the declaration filed 6-22-01 . 



4. 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

5. Claims 1-12 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described in 
the specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed invention. The 
terminology used for element 41 (load) is incorrect. A shunt element would not provide a load on 
the circuit as its resistance is infinite or a short circuit in terms of the remainder of the circuit. A 
load is generally considered the equipment 1 within the present circuit as is known in the art. 

6. Claims 2,11,12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Clam 2 is unclear how a normally off element will be turned off. 

Claim 1 1, appears incomplete. The parallel protection element is not in parallel with anything and 
the switching element receives a signal but performs no output. 

Claim 12, as stated above, terminology of load is incorrect and further, the load (41) does not 
appear to be on the equipment. 
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7. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that fornn the 



basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed 
in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), and 
(4) of section 371 (c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AlPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 do 
not apply when the reference is a U.S. patent resulting directly or indirectly from an international 
application filed before November 29, 2000. Therefore, the prior art date of the reference is 
determined under 35 U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 
102(e)). 

8. Claims 1,3 are rejected under 35 U.S.C. 102(e) as being anticipated by Ahuja (6157529). 
Ahuja teaches in figures 1-7, a surge arrester for telephone line and power surge equipment. 
1) A parallel connected protection element (shunt) M1,M2,M3,Ts1-Ts3. is connected. 

A bi-directional cut-off element (normally on) is connected in series with the parallel 
elements. 

A temperature detection element FU1 

A switching element K1 adapted to turn off the cut-off element when the 
temperature detected exceeds a predetermined threshold. 

3) Element K1 can be a triac, solid state switch, SCR etc. see col. 4, lines 38-44. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
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patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

10. Claims 4,8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ahuja. 
Claim 4, a triac is generally represented as two thyristors. 

Placement on a single substrate is known within the art. 

1 1 . Claims 5,6,9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ahuja and 
Hyink et al (RE 30,514). 

Ahuja does not illustrate the connection of the gate to a PTC element. 
5,9) Hyink et al teaches that for additional sensitivity in a thermal protected switching 
device, it is advantageous to connect the gate of the switching device to an additional PTC 
element (figure 4) As illustrated, the device is also a triac but may be substituted for {col. 3, 
lines 29-34). 

Thus, to utilize an additional PTC element for increased sensitivity to temperature, would 
have been an obvious engineering design choice to one of ordinary skill In the art. 

6) Resistors (not labeled) within figures 2b-2d,4b,5b,7of Ahuja and as illustrated In 
Hyink et al diodes 34,36,38,40,42,44. 

12. Claim 7 would be allowable if rewritten to overcome the rejection(s) under 35 U.S.C. 112, 
second paragraph, set forth in this Office action and to include all of the limitations of the base 
claim and any intervening claims. A diode specifically connected as stated is not shown or 
reasonably suggested by the prior art of record. 
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13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Oglesbee, Mercer, Wilken, Casey, Shibayama, HonI, Wood, Lundqvist, Simon and Larson 
are cited to illustrate similar protected shunt regulation devices. 



14. A shortened statutory period for response to this action is set to expire 3 months from the 
date of this letter. 

Failure to respond within the period for response will cause the application to become 
abandoned. 35 U.S.C. 133 

Any inquiry of a general nature or relating to the StEtlUS of this application or filing of 
papers should be directed to the Group receptionist whose telephone number is (703) 308-0956. 

Papers related to this application may be submitted to Group 2800 by facsimile 
transmission. Papers should be faxed to Group 2800 via the PTO 2800 Fax Center located at 
Crystal Plaza 4. The faxing of such papers must conform with the notice published in the Official 
Gazette, 1096 O.G. 30 (November 15,1989). The Group 2800 CP 4 Fax Center number is (703) 
308-77(22 or 24). 

For assistance in Patent procedure, fees or general Patent questions calls should be directed 
to the Patents Assistance Center (PAG) whose telephone number is 800-786-9199. Assistance is 
also available on the Internet at www.uspto.gov. 

For requesting COpieS of Cited Art, Office Actions or the like, or General Problem solving, 
calls should be directed to the TC 2800 Customer Service Office whose telephone number Is 703- 
306-3329 or by fax at 703-306-5515. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Salata whose telephone number Is (703) 308-3120. The 
examiner can normally be reached on Monday through Thursday from 6:30 am to 2:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Robert Nappi, can be reached on (703) 308-3370. 
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May 30, 2003 
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